United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE j 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/078,733 


02/19/2002 


Guy N. Cunningham 


CUNN 8241US 


5340 



1688 7590 03/08/2007 

POLSTER, LIEDER, WOODRUFF & LUCCHESI 
12412 POWERSCOURT DRIVE SUITE 200 
ST. LOUIS, MO 63131-3615 



EXAMINER 



LIVERSEDGE, JENNIFER L 



ART UNIT 



PAPER NUMBER 



3692 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 03/08/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary/ 


Application No. 

10/078,733 


Applicant(s) 

CUNNINGHAM, GUY N. 


Examiner 

Jennifer Liversedge 


Art Unit 

3692 
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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

I )S Responsive to communication(s) filed on 19 February 2002 . 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [*3 Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-4 and 8-9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
US Patent No. 6,036,344 to Goldenberg. 



Regarding claims 1-4 and 8-9, Goldenberg discloses a method for providing an 
asset verification service between a requesting party and at least one financial institute 
holding at least one asset (Figure 2, columns 1-7), comprising: 

Receiving at an asset verification system an asset verification request from said 
requesting party, said asset verification request identifying at least one financial 
institution and at least one related asset (column 1 , line 63 - column 2, line 45; column 
4, lines 33 - column 67; column 5, lines 45-55; column 6, lines 4-1 1 and lines 46-49); 

Communicating said asset verification request from said asset verification system 
to said identified financial institute holding said at least one related asset (column 1 , line 
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63 - column 2, line 45; column 4, lines 33 - column 67; column 5, lines 45-55; column 
6, lines 4-1 1 and lines 46-49); 

Receiving at said asset verification system an asset verification response from 
said identified financial institute (column 1 , line 63 - column 2, line 45; column 4, lines 
33 - column 67; column 5, lines 45-55; column 6, lines 4-1 1 and lines 46-49); 

Generating an asset verification report at said asset verification system based 
upon said asset verification response received from said financial institution (column 1, 
line 63 - column 2, line 45; column 4, lines 33 - column 67; column 5, lines 45-55; 
column 6, lines 4-1 1 and lines 46-49); and 

Transmitting said asset verification report to said requesting party (column 1 , line 
63 - column 2, line 45; column 4, lines 33 - column 67; column 5, lines 45-55; column 
6, lines 4-1 1 and lines 46-49); 

Wherein the asset request is received and communicated electronically between 
the asset verification system, the financial institute and requesting party (Figure 2, 
columns 1-7). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldenberg as applied to claim 1 above, and further in view of Applicant's Disclosure 
(Background of the Invention). 

Goldenberg does not disclose where a request for asset verification is received 
via facsimile or postal delivery and wherein the request is converted to an electronic 
format before being communicated to a financial institute. However, Applicant discloses 
in the Disclosure where a request for asset verification is received via facsimile or postal 
delivery (pages 2-3) and Examiner takes Official Notice that it is old and well known and 
would be obvious to one of ordinary skill in the art at the time of the invention to convert 
the requests to an electronic format in order to communicate them electronically, be it 
through manually entering the data into electronic format, or via a scanner, etc. Further, 
it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have automated the method and system of obtaining asset 
verification because it would have resulted in a more expedient process and the result 
would have been the same as compared to the manual method. In re Venner, 262 F.2d 
91, 95, 1209 USPQ 193, 194 (CCPA 1958). 
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Conclusion 



Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 



supervisor, Richard Chilcot can be reached at 571-272-6777. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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